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DETAILED ACTION 

This Office action is in response to the application filed February 9. 2004 and the 
Interview Summary with Raul Tamayo in October of 2004. 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that fonn the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed oublicatinn in thic <> r • 
^.e in this country, nK,re than one year prior to i;:":i:f^^^^^^^^ 

2. Claims 1, 3-7 and 9-13 are rejected under 35 U.S.C. 102(b) as anticipated by or. in the 
alternative, under 35 U.S.C. 103(a) as obvious over KONO et al. 
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Claim I (currently amended): A phenol novolak resin: 

having a peak intensity ratio of onho^rtho bond (o-oyortho-para bond (o-p)/pani.pani 
bond (p-p) not substantially varying in each molecular weight fraction, said peak intensity ratio 
being detected in a lesin structure by "C-NMR analysis; md 

having a weight average molecular weight (Mw) of 3.000 to 20.000 in terms of 
polystyreneiajjd 

&0 . mpmm V M,^ two sHerifd from nh.n.t r»nc ti,utional ,.ni.e 
foHowinf fo rmulae m tn (TV)- 







(1) 


(11) 






f A ■ 
















(IV) 



wherein the phenol nnvnia k resin does not comprise ;^, 4-f^Y '''r''l 



KONO et al discloses a photoresist composition comprising a novolak and a 
naphthoquinonediazide group-containing compound as a photosensitizing agent. Applicants are 
specifically directed to Examples 4 and 6. in column 8. line. I and colnrnn Q iin.c o._.n 
respectively for the process of synthesizing the novolak resins wherein the same component 
cresols as recited and disclosed in the examples as those used in the current apphcation. The 
reaction is perfonned in the same solvent of X-butyrolactone as recited in the application, and 
because the reactions sites on an m-cresol, and a p-cresol remain consistent, upon condensing to 
form the resin, the resin would yield a consistent number of o-o bonds, p-p bonds and o-p bonds 
that are do not vary substantially in each molecular weight fraction. 
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Because the US PTO does not have the facilities to verify the peak intensity ratio of the 
prior art resin, the examiner inserts by inherency that the resin in KONO et al would meet the 
claimed invention for the phenol novolak based on the consistency of the reaction sites on the 
cresol and xylenol compounds so as to have the same ratio of o-o bonds, o-p bonds and p-p 
bonds when condensed in the same solvent. 

It would have hc^n prima facie obvious to one of ordinary skill in the art of photoresist 
compositions and novolak resins to duplicate Examples 4 and 6 using resins Resins E and H 
made from Preparation Example 5 and 8 in the prior art KONO et al and fonn a highly useful 
novolak resin and reasonably expecting same or similar results in pattern formation heat 
resistance and resolution for photoresist compositions as disclosed in KONO et al. 

4. Claim 8 is allowed. 

None of the prior art references of record disclose the claimed process for making a 
phenol novolak resin having a condensation reaction, a decomposing reaction, followed by a 
second condensation reaction. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Chu whose telephone number is (703) 308-2298. The 
examiner can normally be reached on Monday - Friday from 9:30 am to 6:00 pm. 

The fax phone number for this Group is (703) 305-5433. 
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Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the Group receptionist whose telephone number is (703) 308-0661. 



S. Chu 

J ^^^mary Examiner, Group 1 700 

November 3, 2004 





